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DETAILED ACTION 
Drawings 

1 - The drawings are objected to as failing to connply with 37 CFR 1 .84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: Figure 1 (132), Figure 4A (300) and (306). Corrected drawing sheets in 
compliance with 37 CFR 1.121(d), or amendment to the specification to add the 
reference character(s) in the description in compliance with 37 CFR 1 .121(b) are 
required in reply to the Office action to avoid abandonment of the application. Any 
amended replacement drawing sheet should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is being amended. The 
replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as 
per 37 CFR 1 .84(c)) so as not to obstruct any portion of the drawing figures. If the 
changes are not accepted by the examiner, the applicant will be notified and ihfofmed of^ 
any required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-4, 6, 10-13, 15, 19, and 23 are rejected under 35 U.S.C. 102(e) as 
being anticipated by U.S. Patent No. 6148148 to Wain et al. 

Regarding claim 1 , Wain discloses a system for selecting a particular size Image 
to print, comprising: a computer adapted to receive an electronic image file (see column 
6 lines 58-67), and a photograph generation software component in communication with 
the computer, the photograph generation software component adapted to analyze the 
electronic image file and present to a user a plurality of image formats from which the 
user selects a desired format (see column 7 lines 1-46). 

Regarding claim 10, Wain discloses a method for selecting a particular size 
image to print, the method comprising the steps of: providing an electronic image file to 
a computer (see column 6 lines 58-67 and column 7 lines 1-46), selecting the electronic 
image file (see column 7 lines 29-46), and presenting to a user a plurality of image 
formats from which the user selects a desired format with which to print the selected 
electronic image file (see column 7 lines 9-13 and line 58-column 8 line 5). 

Regarding claim 1 9, Wain discloses a method for printing a passport format 
image, the method comprising the steps of: providing an electronic image file to a 
computer (see column 6 lines 58-67 and column 7 lines 1-46), selecting the electronic 
image file (see column 7 lines 29-46), scaling the selected image file based on a 
predetermined print format, the predetermined print format corresponding to a passport 
photograph format (see column 8 lines 24-29), and printing the selected image file in the 
passport photograph format (see column 7 line 53-column 8 line 5). 
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Regarding claims 2 and 1 1 , Wain discloses the system discussed in claims 1 and 

10, and further discloses a printer adapted to print the electronic image tile in the 
selected image format (see column 7 line 58-column 8 line 5). 

Regarding claims 3 and 12, Wain discloses the system discussed in claims 2 and 

1 1 , and further discloses wherein one of the plurality of image formats is a passport size 
photograph (see column 7 lines 9-13). 

Regarding claims 4 and 13, Wain discloses the system discussed in claims 1 and 
10, and further discloses wherein the image format is chosen from the group consisting 
of wallet size, visa size, 4"x6", 5"x7", and 8"xl0" (see column 7 lines 9-13 and column 9 
lines 20-34, reference states the option of a portrait size picture which is known to be of 
a conventional size such as 4"x6", 5"x7", or 8"xl0" and reference also teaches the ability 
to take pictures of full length standing or seated poses and therefore the claimed 
elem^eht is antici^^^^^^ reference). . " ' 

Regarding claim 6 and 15, Wain discloses the system discussed in claims 1 and 
10, and further discloses wherein the photograph generation software connponenf 
allows a user to customize the image format (see column 8 lines 6-29). 

Regarding claim 23, Wain discloses the system discussed in dainn 19, and 
further discloses wherein the electronic image file corresponds to a photograph (see 
column 7 line 29-column 8 line 5). 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which fornns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5, 7, 14, 16, 20, and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wain as applied to claims 1,10, and 19 above, and further in view of 
U.S. Patent Application Publication No. 2001/0004406 to Enomoto. 

Wain does not disclose expressly {claims 5, 14, and 20) wherein the photograph 
generation software component automatically selects an image format and {claims 7, 
16, and 21) wherein a user of the photograph generation software component selects a 
portion of the electronic image file to be printed in the desired format. 

Enomoto discloses {claims 5, 14, and 20) wherein the photograph generation 
softwa re component automatically selects an image format (see paragraphs [0078], _ 
[0080], [0083H0087], and [0104H0111]) and {claims 7, 16, and 27) wherein a user of 
the photograph generation software component selects a portion of the electronic image 
file to be printed in the desired format (see paragraphs [0083]-[0087]), 

Wain & Enomoto are combinable because they are from the same field of 
endeavor, generation of passport photographs. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the automatic image format selection and main subject 
extraction of Enomoto with the system of Wain. 
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The suggestion/motivation for doing so would have been to provide the correct 
print size generation after a user selects the portion of the picture that is to be printed. 

Therefore, it would have been obvious to combine Enomoto with Wain to obtain 
the invention as specified in claims 5, 7, 14, 16, 20, and 21 . 

Claims 8, 17, and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wain as applied to claims 1,10, and 19 above, and further in view of U.S. Patent 
Application Publication No. 2001/0026633 to Abdel-Mottaleb et al. 

Wain does not disclose expressly a face recognition software component 
configured to select a portion of the electronic image file to be printed in the desired 
format. 

Abdel-Mottaleb discloses a face recognition software component configured to 
select a portion of the electronic image file to be printed in the desired format (see 
paragraphs [0026]-[0043]). 

Wain & Abdel-Mottaleb are combinable because they are from the same field of 
endeavor, manipulation of digital images. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the face recognition method of Abdel-Mottaleb with the system 
of Wain. 

The suggestion/motivation for doing so would have been to provide a passport 
photograph generation system that would ensure the picture that was taken by the user 
was actually one of the head and shoulders. 



Application/Control Number: 09/828,399 Page 7 

Art Unit: 2622 

Therefore, it would have been obvious to combine Abdel-Mottaleb with Wain to 
obtain the invention as specified in claims 8, 17, and 22. 

Claims 9, 18 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wain as applied to claims 1,10, and 19 above, and further in view of U.S. Patent 
No. 6226105 to Fukushi. 

Wain does not disclose expressly a scanner including the photograph generation 
software component. 

Fukushi discloses a scanner including the photograph generation software 
component (see column 6 lines 37-63). 

Wain & Fukushi are combinable because they are from the same field of 
endeavor, processing images by selected size. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the scanner of Fukushi with the system of Wain. 

The suggestion/motivation for doing so would have been to allow a preexisting 
photograph to be used to generate a passport photo. 

Therefore, it would have been obvious to combine Fukushi with Wain to obtain 
the invention as specified in claims 9, 18, and 24. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. To further show state of the art refer to U.S. Patent nunnbers 
6453078 (Bubie et a!.), 6687020 (Hanaganni et al.), 6408132 (Ishikawa), and 5828461 
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(Kubo et al.) and U.S. Patent Application Publication nunnbers 2002/0093568 
(Cliumbley) and 2003/01 33044 (Akiyama et al.). 

Any inquiry concerning this connnnunication or earlier connnnunications fronn the 
exanniner should be directed to Mark R. Milia whose telephone nunnber is (703) 305- 
1900. The exanniner can normally be reached M-F 8:00am-4:00pnn. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached at (703) 305-4712. The fax number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infornnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBCy at 866-217-9197 (toll^ 
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Examiner 
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